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101 Eligibility Update:   
Specify “HOW” to Show “Significantly More” 
 
By Archie E. Williams Jr.  

 
Recent decisions by the CAFC and PTAB reemphasize the importance of having a strong 
specification to help software claims pass muster under the two step Alice v. CLS Bank eligibility 
tests. 

In drafting patent specifications, some practitioners shy away from detailing technical aspects of their 
inventions, and benefits derived therefrom, because they do not want to unduly narrow claim scope. 
Clearly though, if the patent is knocked out under 35 USC 101; there will be nothing to infringe. 

However, post-Alice, most software/algorithm based claims are going to be subject to relatively 
intense scrutiny to determine if they are merely patent-ineligible “abstract ideas.” In making these 
Alice determinations, factfinders are continuing to use specification content to support both positive 
and negative decisions. Some such exemplary software eligibility cases are discussed below.  

1. Specification Criticized – Software Claims Ineligible.  

a) TLI Comm v. AV Auto [May 17, 2016]: CAFC criticized the lack of specificity (in this imaging 
processing patent), with comments such as: “The specification makes clear that the recited 
physical components merely provide a generic environment in which to carry out the abstract 
idea …”; and, “The specification fails to provide any technical details for the tangible 
components, but instead predominately describes the system and methods in purely functional 
terms.” [Slip Op. pp.8-9, emphasis added] CAFC further complained that, though some 
dependent claims recited certain telephone and server subunits, “the specification limits its 
discussion of these components to abstract functional descriptions devoid of technical 
explanation as to how to implement the invention” [Slip Op. p.13-14, emphasis added]; and 
CAFC then concluded that TLI failed the Alice test. 

b) Affinity Labs v. Amazon [September 23, 2016]: This case involved streaming delivery of 
network media content to a graphical user interface (“GUI”) of a customer device. CAFC noted 
(with favor) an earlier magistrate’s rejection of Affinity’s eligibility argument, that a customized 
GUI feature supplied the Alice required “inventive concept”; because there was no 
identification of: “any specific technology or instructions that explain how the device can do 
what it purports to do or direct the practitioner how to carry out the claims.” CAFC also noted 
that the district court indicated that the entire disclosure lacked such “how to” teachings, 
stating: “Patent solves no problems, includes no implementation software, designs no system.” 
[Slip Op. p.5] CAFC concluded that: “there is nothing in the claims or the specification of the … 
patent that constitutes a concrete implementation of the abstract idea in the form of an 
“inventive concept.” [Slip Op. pp.10-11, emphasis added] 
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c) Also noteworthy in this case is the CAFC’s criticism/correlation of functional claim language 
and 101 issues. For example, the Court stated: “The purely functional nature of the claim 
confirms that it is directed to an abstract idea, not to a concrete embodiment of that idea. … 
the essentially result-focused, functional character of claim language has been a frequent 
feature of claims held ineligible under § 101.” [Slip Op. pp.8-9, emphasis added]   

d) Clarilogic v. Formfree [March 15, 2017]: CAFC noted (in this nonprecedential disposition) that 
the questionable subject matter related to a generic computer’s use of an “undescribed 
algorithm or set of algorithms” (emphasis added) for collection and risk analysis of financial 
data. Court further criticized the weak disclosure, stating that: “Peculiar to this case is that the 
algorithm engine mentioned in the claim is not claimed, identified, or explained” (emphasis 
added). CAFC added that, “a method … where the claims are not limited to how the collected 
information is analyzed or reformed, is the height of abstraction” [Slip op. p. 7, emphasis 
added].  CAFC then indicated that since, “only off-the-shelf, conventional computer 
technology” was required, and there was nothing to limit the claims to any specific “technical 
manner” in which the data was processed, the FormFree patent did not clear Alice Step 2.  

2. Specification Relied Upon – Software Claims Eligible (Alice: Step 1). 

a) Enfish v. Microsoft [May 12, 2016]: CAFC (in this seminal computer software case) 
expressly referenced tables and other elements from at least five separate drawings (e.g., 
Figs. 3,6,7,11,14), and even reconstructed parts of same in the opinion; as well as cited and 
quoted from a plurality of available specification passages, on its way to finding that the Enfish 
patent was not directed to an abstract idea under Alice Step 1.  

b) McRO v. Bandai [September 13, 2016]: CAFC noted that the specifications of the McRO 
patents (for automating a preexisting method of 3-D animation) point out specific deficiencies 
in the preexisting method, and describe how the invention overcomes many of these 
deficiencies, using certain nonconventional algorithmic rules. Court further notes that the 
“patents describe many exemplary rule sets”, and spends about a page of the opinion citing 
and discussing exemplary rules from the specification. [Slip Op. pp. 9-10] The Court also 
opined that “the specification confirms” its claim analysis [Slip Op. p. 22]; on its way to 
concluding that the McRO software was not directed to an abstract idea; but instead achieved 
an improved result in a conventional industry practice.  

c) Trading Technologies Inc. (“TTI”) v. CQG [January 18, 2017]: CAFC discussed both 
abstract and specification descriptions of TTI’s GUI, before finding that a claimed trading 
scheme using this GUI was directed to a specific improvement in the way computers operate 
and implementation of a solution to a problem in the software arts. 

d) Thales Visionix v. USA [March 8, 2017]: CAFC notes how the “patent disclosure” describes 
specific flaws in conventional solutions to certain inertial tracking problems; and the opinion 
devotes an entire page to analyzing specification description of how the inventive solution 
addresses these flaws, before concluding that the claims were not directed to an abstract idea 
under Step 1. 

3. Specification Relied Upon – Software Claims Eligible (Alice: Step 2). 

a) Bascomb v. AT&T [June 27, 2016]: CAFC cited specific components in different figures, and 
a plurality of specification segments, in finding an “inventive concept” that helped transform an 

http://www.cafc.uscourts.gov/sites/default/files/opinions-orders/16-1781.Opinion.3-13-2017.1.PDF
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abstract idea (of filtering Internet content) into a “particular practical application” of the abstract 
idea. 

b) Amdocs v. Openet [November 1, 2016]: CAFC opinion on this invention (for aggregating & 
processing data from distributed network sources to enhance accounting records) was divided. 
The majority and the dissent disagreed on claim eligibility. Interestingly, however, both 
conceded that, the “written description” described a … system eligible for patenting; because 
of the specification explained how, “special-purpose components” were configured to 
cooperate with one another, according to “defined protocols” explained in the specification. 
[Slip Op. p.34] [Word to the wise? (E.g., to file reexam claims to perhaps save some of the 
patent?)] 

4. USPTO Decisions and Guidance.   

a) Bahr Memo-Subject Matter Eligibility (“SME”) [November 2, 2016]: Responsive to the 
McRO and Bascom decisions (noted above), Dep.Comm. R.W.Bahr updated SME guidelines 
for Examiners regarding, “finding eligibility for software claims.” Memo explained (inter alia) 
that an indication that a claim is directed to an “improvement in computer-related technology” 
may include a teaching in the specification. The significance of this guideline (for both 
examiners and practitioners) was further brought home by two recent decisions by the Patent 
Trial & Appeal Board. 

b) Ex Parte Swift (Applic. # 10/184,012) PTAB [March 2, 2017]:  In reversing a 101 rejection (of 
claims for an electronic commercial transactions processing method), the Board opined that 
the Examiner had not met his prima facie obligation, to articulate why the claims failed to recite 
limitations that are “significantly more” than the abstract idea itself.  Moreover, the Board (in 
opining that the Examiner had not explained why certain disclosed features were not an 
improvement in the technical field of electronic check processing), pointed to eight specific 
paragraphs in the specification.  

c) Ex Parte Dogin (Applic. # 13/571,926) PTAB [March 1, 2017]:  In reversing a 101 rejection 
(of claims to a reservation processing method) the Board disagreed with the Examiner’s 
conclusory assertion that none of the steps of the method added “significantly more.” They 
instead looked to the disclosure to determine that a claimed transmitting step made the claim 
more than just an abstract idea. PTAB further stated: “The Specification confirms the relevance 
of this claim limitation.” [Slip Op. p.3, emphasis added]                     

5. What Does this mean for you?  

a) Specification details.  Specifications should have adequate details to clearly show “how” to 
make the invention (not just for 35 USC § 101 purposes).  This enables factfinders to 
understand the “inventive concept,” and that “significantly more” than an abstract idea has 
been disclosed. 

b) Specification should “explicitly” describe what is nonconventional about how the 
inventive computer/software elements are structured/arranged/used/coded, etc., relative to 
conventional technology.  This is necessary to obviate arguments that the invention uses mere 
generic/routine/off-the-shelf/ well-understood technology. 

c) Specification should articulate relevant technological problems in the art.  Specification 
should clearly define, and factually articulate, the relevant technological problems(s) known in 
the art, and expressly recite benefits gained (not just the results obtained), by the specific 
inventive solutions. 

https://www.uspto.gov/sites/default/files/documents/McRo-Bascom-Memo.pdf
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d) Challenge the Office Action pleadings. If Office actions/pleadings have only 
cursory/conclusory 101 arguments, from Examiner (or other parties), as to whether there is an 
inventive concept in the description, say so in your Response. Challenge the Examiner to 
follow the PTO’s own SME guidelines.  Go on to clearly point out where the “significantly more” 
(than an abstract idea) is described in your drawings/specification. 

e) Generic elements and inventive environment.  Be cautious about using overly expansive 
language in the specification about generic elements or the inventive environment, as this may 
open the door for preemption arguments under 35 USC § 101. 
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