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Post-Berkheimer 101 Eligibility Analysis:    
Facts Do Matter Now? 
 
By: Archie E. Williams, Jr.   
 
Following the lead of the CAFC in Berkheimer v HP (February 8, 2018), the USPTO revised/clarified 
the Office position (April 19, 2018) on the role of factual material in analyzing computer-implemented 
inventions (under 35 USC § 101) using the Alice/Mayo eligibility tests. Here is a summary of these 
legal and administrative actions, along with implications for patent applicants and practitioners. 
1. The Berkheimer Decision 

Patentee Berkheimer’s software invention related to “digitally processing and archiving files in a 
digital asset management system.”  Under Step 2A of the Alice test, the Berkheimer panel opined 
that the claims at issue were directed toward an abstract idea.  Further, the panel determined that 
the claims did not demonstrate non-abstractness without additional evidence that certain claimed 
features improved computer functionality.   

Under the Alice Step 2B (“significantly more”) analysis, however, the Berkheimer court held that the 
question of whether a given claimed activity is well-understood, routine, and conventional 
(hereinafter, “WURC”) is a question of fact. The court further reminded us of its precedent that “the § 
101 inquiry ‘may contain underlying factual issues”; and that, “not every § 101 determination contains 
genuine disputes over the underlying facts.” In the patent-at-issue, the Berkheimer panel 
unanimously held that: whether certain specification defined features (arguably captured only in 
some dependent claims) were WURC, raised a disputed factual issue; thereby precluding summary 
judgment on the question of subject matter eligibility.  

In another software case shortly thereafter, AAtrix v. Green Shades (February 14, 2018), a CAFC 
panel majority reiterated the Berkheimer position (with a dissent-in-part). The Berkheimer WURC 
evidentiary standard was also subsequently reaffirmed in several non-precedential decisions.          

2. The PTO’s Berkheimer Memorandum  

In response, the USPTO has implemented the Berkheimer decision in a memorandum issued to the 
Patent Examining Corps (the Berkheimer memorandum). The Berkheimer memo updates prior 
examination procedure, set forth in MPEP § 2106.07(a) and (b). These sections relate to Formulating 
Rejections and Evaluating Responses by Applicants (regarding subject matter eligibility). In § 
2106.07(a) and (b), examiners were previously instructed to conclude that an element (or 
combination of elements) involves WURC activity only when the examiner can readily conclude that 
the element(s) is widely prevalent or in common use in the relevant industry.  

The Berkheimer memo clarifies that, under the new examination guidelines, such a conclusion must 
be based upon a factual determination expressly supported by one or more of four types of written 
evidence. The four evidentiary options are: 

http://www.cafc.uscourts.gov/sites/default/files/opinions-orders/17-1437.Opinion.2-6-2018.1.PDF
http://www.cafc.uscourts.gov/sites/default/files/opinions-orders/17-1452.Opinion.2-12-2018.1.PDF
https://www.uspto.gov/sites/default/files/documents/memo-berkheimer-20180419.PDF
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1. A citation to an express statement in the specification or to a statement made by an
applicant.

2. A citation to court decision(s) which note the WURC nature of additional element(s).

3. A citation to a publication that demonstrates the WURC nature of the additional element(s).

4. A statement that the examiner is taking official notice of the WURC nature of the element(s).

Additionally, the Berkheimer memo specifies that the analysis for determining whether an element (or 
combination of elements) is widely prevalent or in common use is the same as the analysis under 35 
USC §112(a) as to whether an element is so well-known that it need not be described in detail in the 
patent specification. 

3. The Federal Register Notice

The day after the Berkheimer memo was published, the USPTO published related Federal Register 
Notice 83 FR 17536 (April 20, 2018). In the FR notice, the Office requests comments on: 
“Determining Whether a Claim Element is Well-Understood, Routine, Conventional for Purposes of 
Subject Matter Eligibility.” The Notice sets a 112-day response period for public comments to close on 
August 20, 2018. 

The Berkheimer decision, the PTO’s Berkheimer Memo, and the related FR notice have patent 
litigation and patent prosecution implications. The section below presents several patent prosecution 
related implications. 

4. Practice Implications - What does this mean for you?

a) Specification Details
Post-Berkheimer (the CAFC decision & PTO Memo), applicants can expect the patent’s specification 
to play a larger role.  Therefore, applicants should be prepared to develop more robust disclosures. 
Accordingly, applicants should consider:       

1. Describing in detail additional features that may be considered under Alice Step 2B, even
though these features may not be integral to the inventions. While inventors may not consider
such features to be at the core of their inventions, if features that integrate an abstract idea into
specific applications of the invention are not WURC, Berkheimer provides even more incentive
to elaborate on those features in the specification.

2. Including a clear description of aspects of the invention that improve upon standard industry
practices. If the invention produces articulable benefits or improves system performance,
applicants should expressly discuss such benefits in the specification (including comparison
statics/charts/etc., if available). Examples of such benefits include: elimination of redundant
storage, faster cycle times, reduced costs, etc.

3. Avoiding including language in the specification that seeks to obviate a potential 35 USC §
112(a) rejection, by stating that certain components or elements are routine/generic. Such
language could be a statement against applicants interest with respect to 35 USC §101. This is
especially so if such elements have been modified/customized or otherwise altered to facilitate
use with/in applicant’s invention.

https://www.gpo.gov/fdsys/pkg/FR-2018-04-20/pdf/2018-08428.pdf
https://www.gpo.gov/fdsys/pkg/FR-2018-04-20/pdf/2018-08428.pdf
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b)  Claim Drafting 

1. If the specification describes technological improvements or benefits of the invention, be 
sure the claims contain limitations that relate to the improvements or benefits. 

2. Consider drafting selected dependent claims for use as your representative claim for 
purposes of patent eligibility evaluation. 

c)     Amendments/Responses 

1. In remarks (and throughout prosecution), take care to avoid the inadvertent and 
unintentional characterization of an element of the invention as well-understood, routine, or 
conventional. Be especially careful when attempting to argue that an element is routine to 
overcome a 35 USC § 112(a) rejection. 

2. Do not concede that an Examiner/Court selected claim is “representative.” Advance 
separate arguments relating to limitations found in each claim (including dependent claims).   

3. Push back on examiner rejections under 35 USC § 101 that do not cite sufficient evidence 
for Step 2B.  Check carefully to see whether an examiner’s reasoning falls in line with at least 
one of the four Memo requirements.  If the examiner’s reasoning falls short of this, the 
practitioner should challenge and indicate such on the record in response to the Office Action 
(while citing to the Memo). 

4. Press for a claim-by-claim analysis under Alice Step 2 rather than acquiescing to analysis of 
only a single claim selected by the examiner. 
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